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Art Unit: 2873 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

Claim 10 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

With respect to claim 10, that part of the claim stating, "gas permeable, 
non-gas permeable" renders the claim vague and indefinite. Specifically, any 
material will inherently have to be either gas-permeable or non-gas permeable 
and therefore it is not clear as to what this is adding as a limitation or how this is 
further limiting claim 1, rendering the claim vague and indefinite. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 16 and 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Large patent number 5,712,721. 

Large reads on this claim by disclosing the limitations therein including the 
following: a method for making an electro-active contact lens system (column 1 , 
lines 6-12, column 2, lines 52-64); comprising encapsulating an electro-active 
element (column 2, line 59); attaching the encapsulated electro-active element 
and a power source to provide power to the electro-active element (column 1 , 
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line 64, column 2, line 61 ); to a contact lens (column 1 , lines 6-12); and the 
electro-active element encapsulated within a rigid material (column 2, line 59 re 
"protective outer layer" so therefore it will inherently be "rigid material"). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1-2, 5, 10-13, 15, 17-18 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Large in view of Piosenka et al patent number 
5,359,444. 

Large discloses the limitations therein including the following: an electro- 
active contact lens system (column 1 , lines 6-12, column 2, lines 52-64); an 
electro-active element attached to the contact lens (column 2, lines 52-64); a 
power source to provide power to the electro-active element (column 1 , line 64, 
column 2, line 61); to a contact lens (column 1, lines 6-12). Large discloses as is 
set forth above and further discloses the ophthalmic optical device electrically 
switching between different focal states (abstract) but does not disclose a view 
detector (and specifically a rangefinder as per claim 2) attached to the contact 
lens in electronic communication with the electro-active element and attached to 
the power source. Piosenka et al teaches that in an ophthalmic lens system 
comprising an electro-active element attached to a power source for the purpose 
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of switching between different focal states (abstract), that it is desirable to further 
include a view detector, specifically a range finder, attached to the ophthalmic 
lens system in electronic communication with the electro-active element and 
attached to the power source for the purpose of providing auto-focusing (column 
5, line 44 to column 6, line 25). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to have the 
electro-active lens system of Large as further comprising a view detector 
attached to the contact lens in electronic communication with the electro-active 
element and attached to the power source since Piosenka et al teaches that in 
an ophthalmic lens system comprising an electro-active element attached to a 
power source for the purpose of switching between different focal states, that it is 
desirable to further include a view detector, specifically a rangefinder, attached to 
the ophthalmic lens system in electronic communication with the electro-active 
element and attached to the power source for the purpose of providing auto- 
focusing. 

Large further discloses the power source as a conformal battery (column 
1 , line 64, column 5, line 40 to column 6, line 59). The contact lens of Large will 
inherently be either gas permeable or non-gas permeable and regardless, Large 
discloses the contact lens as gas permeable (column 6, line 65). Large further 
discloses the electro-active element contained within a capsule connected to the 
contact lens (Figures 1 and 2, column 2, line 59); the capsule constructed of a 
rigid material (column 2, line 59 re "protective outer layer" so therefore it will 
inherently be "rigid material"). The capsule will inherently provide a fixed distance 
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optical power, this being reasonably based upon Large disclosing this material as 
a conventional ophthalmic lens material (column 6, line 65) which are known to 
provide a fixed focal length correction. Large further discloses the contact lens 
providing a fixed distance optical power (column 4, lines 31-40). 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Large. 

Large discloses as is set forth above but does not specifically disclose the 
contact lens material as comprising a hydrophilic material. However, Large 
teaches that the contact lens material is gas-permeable (column 6, line 65) and 
further that it is formed of "conventional ophthalmic lens material" (column 6, 
lines 65-67). The examiner takes Judicial Notice that it is well known in the art of 
contact lenses, particularly those that are gas permeable, for the lens material to 
include hydrophilic material for the purpose of providing improved comfort and 
gas permeability. Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to have the contact lens of 
Large as comprising a hydrophilic material since Large teaches that the contact 
lens material is gas-permeable and further that it is formed of "conventional 
ophthalmic lens material" and since it is well known in the art of contact lenses, 
particularly those that are gas permeable, for the lens material to include 
hydrophilic material for the purpose of providing improved comfort and gas 
permeability. 

Allowable Subject Matter 
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Claims 3-4, 6-9, 14, 19-23 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable 
subject matter: with respect to the allowable subject matter, none of the prior art 
either alone or in combination disclose or teach of the claimed combination of 
limitations to warrant a rejection under 35 USC 102 or 103. Specifically, with 
reference to claim 3, none of the prior art either alone or in combination, disclose 
or teach of the claimed electro-active contact lens specifically including, as the 
distinguishing feature in combination with the other limitations, the claimed view 
detector comprising a tilt switch. Specifically, with reference to claim 4, none of 
the prior art either alone or in combination, disclose or teach of the claimed 
electro-active contact lens specifically including, as the distinguishing feature in 
combination with the other limitations, the claimed view detector comprising a 
micro-gyroscope. Specifically, with reference to claims 6-9 and 20-23, none of 
the prior art either alone or in combination, disclose or teach of the claimed 
electro-active contact lens specifically including, as the distinguishing feature in 
combination with the other limitations, the claimed view detector stabilized 
between a palpebral fissure of a patient's eye. Specifically, with reference to 
claims 14 and 19, none of the prior art either alone or in combination, disclose or 
teach of the claimed electro-active contact lens specifically including, as the 
distinguishing feature in combination with the other limitations, the claimed view 
detector contained in the capsule. 
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Prior Art Citations 



Schachar is being cited herein to show a lens system having some similar 
structure to that of the claimed invention. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Jordan M. Schwartz whose telephone number 
is (571 ) 272-2337. The examiner can normally be reached on Monday to Friday 
(8:00-5:30), alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Georgia Y. Epps can be reached at (571) 272-2328. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



Jordan M. Schwartz 
Primary Examiner 
Art Unit 2873 
February 1 7, 2004 




